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DETAILED ACTION 

This Office action is in response to Applicant's amendments as request for 
reconsideration filed on February 4, 2005. Claims 1-27 are presented for examination. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

1. Claims 17-23 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. These claims are directed to a "computer 

readable medium." However, according to the specification, which defines a carrier 

medium but not a computer readable medium, the carrier medium may consist of an 

electrical, electromagnetic, or other signal (see p. 17, line 25 - p. 18, line 3). The 

substitution of the words "computer readable" for the word "carrier" in the claims still 

does not avoid the possibility that the claimed "medium" is a signal. Because a "signal" 

does not fall within the allowed statutory categories of a process, machine, 

manufacture, or composition of matter, the claims are still directed toward non-statutory 

subject matter. To avoid this problem, upon submission of an RCE or during any further 

prosecution of this application, a phrase such as "recordable computer readable 

medium" or "tangible computer readable medium" should be used. 



Claim Rejections - 35 USC §112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

2. Claims 3-4, 7-9, 12-13, 16, 19, 20, 23, and 26 are rejected under 35 U.S.C. 112, 

second paragraph, as being indefinite for failing to particularly point out and distinctly 

claim the subject matter which applicant regards as the invention. 

In considering these claims, note that Examiner previously rejected the claims as 
including the terms "mounting" and "unmounting" which were ambiguous. Applicant has 
attempted to cure this problem by inserting the phrase "wherein mounting said first 
storage comprises enabling access to the first storage, and wherein unmounting said 
first storage comprises disabling access to the first storage" (see claims 3, 12, 19, and 
26). Nonetheless, this language is still ambiguous. Note that there is no antecedent 
basis for "unmounting said first storage" as claimed in the amended claims (see, e.g., 
claim 3, lines 5-7). Instead, the claim describes unmounting a first host from a first 
storage. Claims 12, 19, and 26 suffer from the same problem. 

Claims 4, 7-9, 13, 16, 20, and 23 depend from claims 3, 12, and 19 and are thus 
rejected for the same reasons. 

Claim 9 is additionally ambiguous because it describes "remaining logical units" 
but fails to supply antecedent basis for these "logical units." 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 
A person shall be entitled to a patent unless - 
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(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

3. Claims 1, 6, 10, 15, 17, 22, 24, and 27 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Araki et al. (U.S. Patent No. 6,567,865, hereinafter "Araki"). 

In considering claim 1, Araki discloses a method of allocating storage in a 
computer network (Fig. 1), said method comprising: 

Initiating a storage re-allocation procedure in said computer network, wherein the 
re-allocation procedure is configured to re-allocate a first storage from a first host in said 
computer network to a second host in said computer network; determining whether I/O 
corresponding to said first storage is in progress, in response to detecting said re- 
allocation procedure has been initiated; and halting said re-allocation procedure in 
response to determining I/O corresponding to said first storage is in progress (col. 4, 
lines 23-27, 33-35; col. 5, lines 55-65, wherein a second host initiates re-allocation of 
the storage by making an I/O request for the storage, and in response to detecting that 
the second host has made the request, the system determines if overlapping portions of 
the storage are currently in use by another process (which could be the other host 
processor as shown in Fig. 1 ) and forces the requesting host "to waif if access if the 
other process (i.e. the first host processor) is "currently executing" its own I/O access of 
the storage). 
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In considering claim 6, Araki further discloses that determining whether I/O 
corresponding the first storage is in progress comprises utilizing system commands to 
determine whether any processes have reads or writes in progress to said first storage 
(col. 4, lines 4-8, "read/write data operation"). 

Claims 10, 17, and 24 present a computer network, computer readable medium, 
and computing node for carrying out the same steps described in the method of claim 1 , 
and are thus rejected for the same reasons. 

Claims 15 and 22 present a computer network and computer medium for 
performing the same steps described in the method of claim 6, and are thus rejected for 
the same reasons. 

In considering claim 27, Araki further discloses that the re-allocation mechanism 
comprises a processor executing operating system software, and wherein said re- 
allocation procedure comprises a native function of said operating system (inclusion of 
an operating system software running native functions are both inherently necessary in 
the Araki system). 

4. Claims 1, 5, 6, 10, 14, 15, 17, 21, 22, 24, and 27 are rejected under 35 
U.S.C. 102(e) as being anticipated by Wolff (U.S. Patent No. 6,044,367). 
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In considering claim 1 , Wolff discloses as prior art a method of allocating storage 
in a computer network ("network"), said method comprising: 

Initiating a storage re-allocation procedure in said computer network, wherein the 
re-allocation procedure is configured to re-allocate a first storage from a first host in said 
computer network to a second host in said computer network; determining whether I/O 
corresponding to said first storage is in progress, in response to detecting said re- 
allocation procedure has been initiated; and halting said re-allocation procedure in 
response to determining I/O corresponding to said first storage is in progress (col. 1 , 
lines 56-65, wherein clients initiate re-allocation procedures by u mak[ing] I/O requests 
directed to a particular resource on the network"; in response the initiation, the system 
determines if other I/O requests are in the queue and are being serviced; and if other 
I/O requests are being serviced, then re-allocation halts until the request reaches the 
front of the queue and all previous I/O requests are complete). 

In considering claim 5, Wolff further discloses that the first host and the second 
host utilize incompatible file systems (col. 1, lines 47-50, "heterogeneous computing 
environments"), and wherein the computer network is a storage area network (the 
server stores files). 

In considering claim 6, Wolff further discloses that determining whether I/O 
corresponding the first storage is in progress comprises utilizing system commands to 
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determine whether any processes have reads or writes in progress to said first storage 
(I/O requests for files are necessarily read or write requests). 

Claims 10, 17, and 24 present a computer network, computer readable medium, 
and computing node for carrying out the same steps described in the method of claim 1, 
and are thus rejected for the same reasons. 

In considering claim 14, Wolff further discloses that the first host and the second 
host utilize incompatible file systems (col. 1, lines 47-50), and wherein said first storage 
is re-allocated from said first host to said second host (i.e. when the second client's 
request reaches the front of the queue). 

Claims 15 and 22 present a computer network and computer readable medium 
for performing the same steps described in the method of claim 6, and are thus rejected 
for the same reasons. 

Claim 21 presents a computer readable medium, performing the same steps 
described in the method of claim 5, and is thus rejected for the same reason. 

In considering claim 27, Wolff further discloses that the re-allocation mechanism 
comprises a processor executing operating system software, and wherein said re- 
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allocation procedure comprises a native function of said operating system (i.e. it works 
for heterogeneous computing environments). 

5. Claims 1 , 2, 6, 10, 11, 15, 17, 18, 22, 24, 25, and 27 are rejected under 35 
U.S.C. 102(e) as being anticipated by DeKoning et al. (U.S. Patent No. 6,657,268, 
hereinafter "DeKoning"). 

In considering claim 1, DeKoning discloses a method of allocating storage in a 
computer network, said method comprising: 

Initiating a storage re-allocation procedure in said computer network, wherein the 
re-allocation procedure is configured to re-allocate a first storage from a first host in said 
computer network to a second host in said computer network (col. 7, lines 1-10, wherein 
the host device 104 makes a data access request); 

Determining whether I/O corresponding to said first storage is in progress, in 
response to detecting said re-allocation procedure has been initiated; and halting said 
re-allocation procedure in response to detecting I/O corresponding to said first storage 
is in progress (col. 6, lines 29-40; col. 7, lines 28-31, 39-43, wherein in response to the 
access request, the system determines if the storage is currently being accessed by 
another host, and the access request is denied if the other host is accessing the 
storage). 

In considering claim 2, DeKoning further discloses: 
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providing an indication to a user said reallocation procedure is halted in response 
to said halting (col. 7, lines 32-34, "error message" is sent to the requesting host); 

detecting said I/O is complete and no further I/O corresponding to said first 
storage is in progress (col. 7, lines 55-58; col. 1 1 , lines 18-22, wherein if the first host is 
no longer accessing the storage and the "sticky" period is expired, the second storage 
may access the storage); and 

providing an indication to a user that no I/O corresponding to said first storage is 
in progress, in response to said detecting (col. 11, lines 31-35, "the other host devices 
are informed... upon ownership transfer"). 

In considering claim 6, DeKoning further discloses that determining whether I/O 
corresponding the first storage is in progress comprises utilizing system commands to 
determine whether any processes have reads or writes in progress to said first storage 
(I/O accesses to the storage will necessarily read or write to the storage). 

Claims 10, 17, and 24 present a computer network, computer readable medium, 
and computing node for carrying out the same steps described in the method of claim 1, 
and are thus rejected for the same reasons. 

Claims 11, 18, and 25 present a computer network, computer readable medium, 
and computing node for carrying out the same steps described in the method of claim 2, 
and are thus rejected for the same reasons. 
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Claims 15 and 22 present a computer network and computer readable medium 
for performing the same steps described in the method of claim 6, and are thus rejected 
for the same reasons. 

In considering claim 27, DeKoning further discloses that the re-allocation 
mechanism comprises a processor executing operating system software, and wherein 
said re-allocation procedure comprises a native function of said operating system (it 
must necessarily be a native function of the operating system in order to work). 

6. Claims 3, 4, 7, 8, 12, 13, 16, 19, 20, 23, and 26 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Wolff. 

In considering claims 3, 12, 19, and 26, Examiner has interpreted the claim to 
mean the following: 

Disabling access rights of the first host from the first storage, and configuring the 
first host to bypass enabling access to the first storage upon a subsequent reboot; and 
Completing the re-allocation procedure. 

In view of this interpretation, Wolff further discloses completing the re-allocation 
procedure (col. 2, lines 60-65, wherein upon reaching the front of the queue, re- 
allocation of the storage to the requesting host occurs). In addition, in a later portion of 
the Wolff reference, Wolff discloses disabling access rights of a first host from the first 
storage, and configuring the first host to bypass enabling access to the first storage 
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upon a subsequent reboot (see, e.g. col. 54, lines 37-58, describing maintaining an 
access table at the storage, wherein the access table can be changed and wherein the 
access table describes access rights and privileges that are mounted upon system 
start-up; see more generally, cols. 53 and 54). It would have been obvious to include 
these features in the prior art system of Wolff taught in col. 2, so that the system can be 
customized to provide certain hosts to have specific access rights and can be altered to 
change those access rights. 

Claims 4, 13, and 20 all describe unmounting (i.e. disabling access rights of) a 
third host from the first storage and configuring the third host to bypass mounting upon 
subsequent reboot, in response to detecting said third host is mounted for access on 
said first storage. This feature is described in cols. 53 and 54 of Wolff (note, the system 
of Wolff is for a plurality of clients, which would permit the same mounting and 
unmounting described in cols. 53 and 54 for all of the clients, including at least a third 
client). It would have been obvious to include the unmounting and bypassing of 
mounting upon bootup of a third host in Wolff so that all hosts' access can be controlled 
in the system. 

Claim 7 and 23 describe editing a table to change the bypass mounting. This is 
further described by Wolff ("access control table," col. 54, lines 37-58). 
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Claims 8 and 16 describe backing up the first storage prior to completing the re- 
allocation procedure. Wolff further describes the use of back-up storage volumes (col. 
21 , lines 20-33). Given this knowledge, it would have been obvious to back up the first 
storage taught by Wolff prior to completing the re-allocation procedure, to provide an 
extra copy of the information in case it was corrupted or lost. 

Response to Arguments 

Applicant's arguments filed on February 4, 2005 have been fully considered but 
they are not persuasive. Applicant has argued the following points: 

a. Applicant's amendments to claims 17-23 have overcome the 35 U.S.C. § 101 
rejections. 

b. Applicant's amendments to claims 3, 12, 19, and 26 have overcome the 35 
U.S.C. § 112 rejections. 

c. Claims 1, 10, 17, and 24, as amended overcome the 35 U.S.C. 102(e) rejection 
in view of Araki. 

d. Claims 1, 10, 17, and 24, as amended overcome the 35 U.S.C. 102(e) rejection . 
in view of Wolff. 

e. Claims 1, 10, 17, and 24, as amended overcome the 35 U.S.C. 102(e) rejection 
in view of DeKoning. 

In considering (a), Applicant contends that the amendments to claims 17-23 have 
overcome the 35 U.S.C. § 101 rejections. Examiner respectfully disagrees. As stated 
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in the claim rejection above, the substitution of the words "computer readable" for the 
word "carrier* in the claims still does not avoid the possibility that the claimed "medium" 
is a signal. Because a "signal" does not fall within the allowed statutory categories of a 
process, machine, manufacture, or composition of matter, the claims are still directed 
toward non-statutory subject matter. 

In considering (b), Applicant contends that the amendments to claims 3, 12, 19, 
and 26 have overcome the 35 U.S.C. § 1 12 rejections. Examiner agrees and has 
withdrawn those rejections accordingly. 

In considering (c), Applicant contends that claims 1,10, 17, and 24, as amended 
overcome the 35 U.S.C. 102(e) rejection in view of Araki. Examiner respectfully 
disagrees. Col. 4, lines 23-27, 33-35 and col. 5, lines 55-65 of Araki disclose that a 
second host initiates re-allocation of a storage by making an I/O request for the storage, 
and in response to detecting that the second host has made the request, the system 
determines if overlapping portions of the storage are currently in use by another process 
(which could be the other host processor as shown in Fig. 1) and forces the requesting 
host "to wait" if access if the other process (i.e. the first host processor) is "currently 
executing" its own I/O access of the storage. Applicant has argued that "Araki discloses 
controlling access to a shared resource based upon whether or not the accesses are 
directed to overlapping extents" (see Applicant's response, p. 13, first full paragraph). 
Thus, Applicant argues that Araki is directed to a different problem. Examiner 
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respectfully disagrees with this argument. The claims do not specify the details of the 
I/O that is in progress, and do not specify anything relating to whether only portions or 
entire blocks of the storage is being accessed. They only describe "determining 
whether I/O... is in progress." This feature is disclosed by ArakL 

In considering (d), Applicant contends that claims 1, 10, 17, and 24, as amended 
overcome the 35 U.S.C. 102(e) rejection in view of Wolff. Examiner respectfully 
disagrees. Col. 1, lines 56-65 of Wolff discloses that clients initiate re-allocation 
procedures by "mak[ing] I/O requests directed to a particular resource on the network"; 
then in response the initiation, the system determines if other I/O requests are in the 
queue and are being serviced; and if other I/O requests are being serviced, and then re- 
allocation halts until the request reaches the front of the queue and all previous I/O 
requests are complete. This reads on the claim language, as described in the claim 
rejections above. 

In considering (e), Applicant contends that claims 1, 10, 17, and 24, as amended 
overcome the 35 U.S.C. 102(e) rejection in view of DeKoning. Examiner respectfully 
disagrees. Applicant essentially argues that (1 ) "the mere transfer of ownership 
between controllers, which may occur regularly and repeatedly, disclosed in [DejKoning 
is not equivalent to re-allocating storage as claimed" (see arguments, p. 15, last line - p. 
16, line 2), and that (2) DeKoning "makes a transfer decision based upon a 
determination as to whether a sufficient period of time has passed and/or whether or not 
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the network topology indicates a host may lose access in the event of a transfer" (see 
arguments, p. 16, lines 5-7). Examiner respectfully disagrees. 

Regarding point (1 ), DeKoning does not disclose a mere transfer of ownership. 
Instead, DeKoning discloses I/O requests made to storage, wherein "ownership" refers 
to taking control of the storage while processing the data access request (see col. 6, 
lines 29-39; col. 7, lines 11-15). Thus, the ownership features of DeKoning are the 
same as the I/O being "in progress" as claimed. Regarding point (2), note that claims 1 , 
10, 17, and 24 do not discuss the transfer of access to the storage - they merely 
discuss preventing access by a particular host. Thus, the transfer process described by 
DeKoning is not relevant to the claims at issue. 

For these reasons, Examiner maintains that the DeKoning reference anticipates 
at least claims 1 , 10, 17, and 24. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Applicants amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
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TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bradley Edelman whose telephone number is 571-272- 
3953. The examiner can normally be reached from 9 a.m. to 5 p.m. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Glen Burgess can be reached at 571-272-3949. The fax phone number for 
the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 




BE 

April 29, 2005 



